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ACTA as a New Kind of International IP 

Lawmaking 
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ABSTRACT 

The latest Anti-Counterfeiting Trade Agreement (ACTA) has been viewed as a potentially 

existential threat to the existing World Intellectual Property Organization ( WIPO) — as 

a new plurilateral institution that could replace the old multilateral organization. There 

are a number of predecessors to ACTA 's threat to WIPO. The central role of the WIPO 

in setting standards for international intellectual property encountered its first major 

challenge in 1952, when the UNESCO Convention on Universal Copyright was created. 

It experienced a second major challenge with the creation of the Intellectual Property 

Trade-Related Aspects Agreement (TRIPs Agreement). Throughout this paper the author 

would examine past instances in which an outside norm-setting organization has 

questioned WIPO and the responses to those challenges. Secondly, the author would 

outline the key proposals for an ACTA entity. Thirdly, drawing on past instances, would 

outline the various possible forms that a relationship between ACTA and WIPO could 

take, and different strategies that WIPO could use to maintain its role in the international 

system of intellectual property. Lastly, will discuss a range of public policy issues raised 

by the institutional ACTA proposals. It's more than just another effort to enhance 

compliance and update standards — even though it's that too. Broadly put, ACTA offers 

valuable lessons in the complexities of international IP law that we will all do well to 

learn from as researchers, activists, non-governmental organisations, governments and 

negotiators of treaties alike. This author is hoping different aspects of the above analysis 

will provide food for thought. The morsel that emerges most clearly, however, is the 

importance of developing alternative models that give a realistic perspective on what we 

can support, not just what we can oppose. 

 

I. INTRODUCTION 
The World Intellectual Property Organization (WIPO) is the longest known international 

body concerned with intellectual property today. WIPO succeeds the United International 

Bureaux for the Protection of Intellectual Property (BIRPI), created in 1893 117 years ago. 

Over more than a century, BIRPI and its successor, WIPO, have served as the center of the 
                                                      
1 Author is a student at Chanakya National Law University, India. 
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international system of intellectual property, overseeing fundamental copyright, patent , 

trademark and neighboring rights and other intellectual property agreements. Over the past 

decade, WIPO 's management in and central to the world system of intellectual property has 

come into question. Since the WIPO Internet Treaties were established in 1997, it has failed 

to attain any new international agreements. This failure has led in some circles to the 

perception that WIPO is not currently the leader in the field of intellectual property, and that 

other institutions may have overtaken WIPO as the key centers of action. One of the 

problems facing WIPO today is a proposed international deal, the Anti-Counterfeiting Trade 

Agreement (ACTA). Since 2007 ACTA has been under discussion with the goal of 

combating counterfeiting. The treaty, which is intended to include protection of intellectual 

property, including compliance at borders and on the Internet, is being negotiated as a 

plurilateral treaty rather than a universal one. The negotiators to ACTA include Australia, 

Canada, the European Union and its 27 member states, Japan , Mexico, Morocco, New 

Zealand, the Republic of Korea, Singapore, Switzerland and the USA. Some commentators 

have suggested that if founded, a new ACTA institution could pose a tremendous challenge 

for the WIPO. ACTA has been viewed as a potentially existential threat to WIPO — as a new 

institution capable of replacing the older.2 

There are a number of predecessors to ACTA 's threat to WIPO. The central role of the 

WIPO in setting standards for international intellectual property encountered its first major 

challenge in 1952, when the UNESCO Convention on Universal Copyright was created. 

WIPO faced a second significant obstacle with the creation of the Intellectual Property Trade-

Related Aspects Agreement (TRIPs). ACTA therefore potentially represents a third instance 

where a major competing norm-setting institution has challenged the central role and 

leadership of the WIPO in the international system of intellectual property. Negotiations on 

ACTA have been held outside WIPO. Realistic and operational reasons for this stem partly 

from WIPO's failure to make substantial progress towards new setting of standards, and 

partly from a desire to negotiate ACTA among specific actors, rather than on a large or 

universal basis. Some have objected to the WIPO bypass. The European Parliament adopted a 

resolution condemning "the calculated choice of the parties not to negotiate with well-

established international organizations, such as WIPO and the World Trade Organization 

(WTO), which have established opportunity for public information and consultation."3 In 

                                                      
2 Michael Geist, Toward an ACTA Super-Structure: How ACTA May Replace WIPO, March 26, 2010.  
3 European Parliament Res. of 10 March 2010 on the transparency and state of play of the ACTA negotiations, 

Eur. Parl. Doc. B7-0154/2010 (2010), available at 

http://www.europarl.europa.eu/sides/getDoc.do?type=TA&language=EN&reference=P7- TA-2010-0058. 
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what was presumably a bid to engage WIPO in ACTA discussions, the European Parliament 

requested that WIPO and the WTO prepare reports on their own transparency practices, their 

current enforcement activities, whether new enforcement activities are needed, ACTA 's 

relationship to current IP standards, and the likely effects of ACTA on the flexibility under 

the TRIPs Agreement. The Wellington Declaration, issued by participants at a New Zealand 

forum on ACTA just prior to the New Zealand round of ACTA negotiations, also called 

WIPO the preferable forum for IP negotiations:  

We note that the World Intellectual Property Organisation has public, inclusive and 

transparent processes for negotiating multilateral agreements on (and a committee dedicated 

to the enforcement of) copyright, trademark and patent rights, and thus we affirm that WIPO 

is a preferable forum for the negotiation of substantive provisions affecting these matters4.  

II. CAN WE EXPLAIN ACTA AS PART OF A BROADER STRATEGY TO RAISE IP 
ACTA is a first plurilateral agreement negotiated to enhance and amend the compliance 

provisions of the Trade-Related Aspects of Intellectual Property Rights (TRIPS) Agreement 

of the World Trade Organization by implementing rules on the Internet and improving 

existing legal, criminal and customs rights. ACTA was negotiated and signed by the EU and 

most of its Member States (with the exception of Germany , the Netherlands, Cyprus, 

Slovakia and Estonia), as well as the United States, Australia , Canada, Japan , Mexico, 

Morocco, New Zealand, Singapore , South Korea and Switzerland. All WTO member states 

can participate in ACTA if the signatories of ACTA consent to their involvement. Yet the 

ambiguities in the original list of ACTA members are its chief weakness; the signatories do 

not include the main sources of falsified goods. 

Those countries can also, in principle, sign the agreement. But China and India 's accession 

— which cumulatively accounts for more than three-quarters of counterfeit goods — appears 

highly unlikely today, as those countries have criticized ACTA heavily in the WTO's TRIPS 

Council. 

The Anti-Counterfeiting Trade Agreement ("ACTA") has all the characteristics of a 

Vaudeville Villain scheme. During its several-year-long negotiations, the agreement has 

endured every possible cliché. The selected community of negotiators transforming into a 

kind of new "coalition of willingness." The confidentiality and arguments that keeping a text 

                                                      
4The Wellington Declaration, PublicACTA Blog, Apr. 11,http://publicacta.org.nz/wellington declaration/#more-

330. 
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about IP compliance secret was a matter of "national security."5 Arguments that "Executive 

Order" could assemble the whole deal without any U.S. involvement.6 Congress. Congress. 

iPod-searching border guard records Leaked emails, again and again and again, and again.7 

Dissent among the willing ranks, as some countries protested about the secrecy. Press 

releases which made claims about the text which did not stand up to expert scrutiny. And also 

an early text that, once written, included exhaustive information on any imaginable way to 

improve compliance — with none of the normal safeguards for user rights, but just a few 

placeholders saying, to paraphrase, “we'll put some fuzzy soft stuff here.” In sum, the whole 

process — coming on top of numerous other efforts in intellectual property (“ IP ”) 

compliance8 — was, in practical terms, designed to create fear on the part of anybody who 

could ever be on the receiving end of an IP lawsuit — users, customer representatives, access 

to medicines advocates, and technology companies. 

On the heels of a decade of bilateral trade agreements, many of which include detailed IP 

provisions and more than a decade of development of IP rules within Europe, ACTA has 

entered the scene.9 It follows very closely on a newly announced EU ("EU") policy of 

drafting "American-style" bilateral trade agreements with detailed IP chapters. In a world 

where unilateral action to implement or elevate IP standards has become prevalent, the 

ACTA negotiations represent an important post-TRIPS attempt to undertake broadranging “ 

North-North ”negotiations on key areas of intellectual property which are lacking in the 

TRIPS Agreement.10 

Therefore, we would be wrong to simply reject ACTA as merely "more platform moving."11 

Rather, ACTA negotiations — particularly due to the numerous texts that have been 

published and leaked — represent an opportunity to see how much agreement there is 

between those developed world powers that are traditionally dominant in IP lawmaking — 

mainly Japan, Europe , and the United States — outside the known controversy It is also in 

this sense that we can evaluate the effect of bilateral agreements and examine whether they 

are just a step-stone towards new international standards. 

                                                      
5 Declan McCullagh, Copyright Treaty is Classified for ‘National Security’, CNET News, Mar. 12, 2009.  
6 Jack Goldsmith & Lawrence Lessig, Anti-Counterfeiting Agreement program on info raises Constitutional 

Concerns, Wash. Post, Mar. 26, 2010.  
7 David Meyer, MEPs Castigate ACTA Secrecy as Negotiations ‘Conclude’, ZDNET UK, Oct. 5, 2010. 
8 Susan K. Sell, “The Global IP Upward Ratchet, Anti-Counterfeiting and Piracy Enforcement Efforts: The State 

of Play” (2010). 
9 Eur. Comm’n, EU-South Korea Free Trade Agreement: Ten Key Benefits for the European Union (2010),  

http://trade.ec.europa.eu/doclib/docs/2010/october/tradoc_146695.pdf.  
10 WIPO Performances and Phonograms Treaty, S. Treaty Doc. No. 105-17 (1997). 
11 R. Helfer, Regime Shifting: The TRIPS Agreement and New Dynamics of International Intellectual Property 

Lawmaking, 29 Yale J. Int’l L. 1, 6 (2004). 
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III. WHAT ARE THE MAIN CRITICISMS OF ACTA? 
(A) It is undemocratic 

Acta was primarily negotiated behind closed doors, with many interested parties being 

required to sign NDAs before being able to display documents from Acta. It's really hard to 

figure out who wrote it, and what happened in the talks. Negotiating criminal penalties of that 

magnitude without democratic oversight is particularly uncommon. Organizations that have 

worked to find out more about the methods used have struggled to reveal all the data. "Even 

if you are in favour of more copyright, you should be against ACTA because it has not been 

done democratically," says Andrew Robinson, the Pirate Party's Culture, Media & Sport 

spokesperson. 

In adopting Written Resolution 12, the European Parliament has voted almost unanimously 

against Acta on this basis. It included the provision that "economic and innovation risks must 

be determined before criminal penalties are imposed where civil litigation is already in force" 

and that all information relating to the negotiations must be made publicly accessible. 

It also does not matter, because Members of the European Parliament have not been 

contacted. 

(B) It blurs the lines between piracy and counterfeiting.  

Much as in broadcasting Mary Whitehouse would constantly refer to "sex-and-violence" as 

though they were the same thing, so in the same way Acta appears to refer to piracy and 

counterfeiting as if they were the same thing. The same is not true of piracy and 

counterfeiting. 

In general, counterfeiting allows the person who receives the copied products to be deluded 

into believing it is genuine. Jérémie Zimmermann of the French advocacy organization La 

Quadrature du Net, explains: "We know this dimension of language as part of the copyright 

Taliban's vocabulary, as we term it. When you handle Chinese producers who make falsified 

DVDs or drugs in the same manner as you handle non-profit sharing individuals in their 

homes, you know you 're going to have issues." "They 're trying to get around a lot of 

copyright stuff through saying it's about falsification, "says Robinson's Pirate Party. 

(C) It criminalises copyright infringement when there are civil sanctions already 

According to the contentious Article 23, criminal sanctions should be imposed "in cases of 

deliberate trademark counterfeiting or copyright or similar trademark infringement on a 

commercial scale," although the term "commercial scale" is not explicitly specified and 
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expressly excludes intentionality, i.e. whether a corporation plans to benefit from the pirated 

material is irrelevant. Criminal penalties for those "aiding and promoting" infringements on a 

commercial scale should also be made available. Critics contend that this ensures that ISPs 

and data centers may be responsible for promoting and facilitating any commercial website 

featuring a material infringing copyright. "It is the nuclear arsenal against any network 

player," Jérémie Zimmermann says. He claims that Acta 's criminal provision will be used as 

a tool to ensure ISPs are compliant with rights holders. As the Sakharov laureates warn: "In 

the name of protection of copyright, the European Union and other signatories will be forced 

to place pressure on internet actors forcing them to control the network and police it." 

(D) It creates a barrier to changing national law 

Acta takes away the right of democratic governments to set their own patent or copyright 

policy. This means that if political groups like the Pirate Party try to pressure the British 

government in terms of lowering restrictions on copyright, they would not be able to trigger 

reform without breaching a trade agreement. 

IV. STANDARDS? 
The very first set of lessons we can draw from the ACTA negotiations relate to the 

relationship between IP chapters in recent trade treaties and subsequent multiparty talks.12 

ACTA is a testament both to the effect of bilateral agreements on the roles of countries in 

subsequent multiparty negotiations and to the 'endless spiraling upward' of international IP 

obligations. It is also having evidence of the limits on this upward spiral and the failures of 

the strategy of using bilateral agreements to create international standards, as discussed in the 

next section. Yet, first, we need to consider the effectiveness of the plan. 

The inclusion of ever more detailed IP chapters, enforcing IP standards well beyond those 

required by the Trade-Related Aspects of Intellectual Property Rights Agreement ("TRIPS"), 

in numerous bilateral and regional trade agreements since the turn of the 21st century, has 

been of particular concern to commentators and non-governmental organizations interested in 

IP issues.13 Among them, the U.S. bilateral (and plurilateral) free trade agreements were the 

most comprehensive — ranging to 30- plus pages of detailed provisions closely modelled on 

U.S. law. 

Some commentators have argued that the detailed IP provisions in these agreements represent 

                                                      
12 Free Trade Agreement, U.S. - Korea, 46 I.L.M. 642 (2007). 
13 Robert Burrell & Kimberlee Weatherall,  Exporting Controversy? Reactions to the Copyright Provisions of 

the U.S.-Australia Free Trade Agreement: Lessons for U.S. Trade Policy, U. ILL. J.L. Tech. & Pol’y 259, 261 

(2008). 
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only the first stage of a conscious strategy on the part of right-holders groups, the U.S. 

government, or perhaps both, which ultimately aims to incorporate these higher bilateral IP 

standards into multilateral treaties that will bind third-party countries as part of a 'global IP 

ratchet.'14 As one commentator has put it, “if enough FTAs are negotiated containing TRIPS-

plus provisions, these provisions will essentially become the new minimum standard from 

which any future WTO trade round will proceed.” Commentators point to the TRIPS 

Agreement negotiations as evidence of the racketing process to show how bilateral 

mechanisms were used to break down resistance, particularly among developing countries. 

ACTA negotiation is an interesting case study which tests the assumption of an inevitable 

one-way "racketing" of IP obligations and the role of bilateral agreements in this process. The 

negotiations on ACTA can provide us with a clue as to whether the U.S. and E.U. Indeed, 

FTAs are stepping stones for multilateralisation. ACTA's aim is to strengthen enforcement 

provisions beyond those currently laid down in the TRIPS Agreement.  

As many commentators have noted, ACTA 's various texts — especially the early ones — 

demonstrate an intention to elaborate on TRIPS standards and eliminate flexibilities.15 

'TRIPS-plus' aspects of the ACTA proposals included provisions to prescribe factors that 

must be considered by a court in the calculation of damages; a proposal to require statutory or 

additional damages, or at least presumptions for the calculation of damages; extensive powers 

to require information from infringers; and extensions to the powers of border customs 

officials.16 

V. HOW ACTA STEPS BACK FROM THE STRONGEST STANDARDS? 
Despite that positive evidence for the IP ratchet, a closer review of the ACTA negotiations 

also exposes the strategy 's weakness. ACTA shows that the provisions in bilateral FTAs are 

simply not "multilateralizable," and that they have had to be watered down in plurilateral 

negotiations; this is a fact that has always been apparent in theory, but that has only become 

proven in fact now.17 The standards were retrograde, not forward under ACTA. The most 

striking examples can be found in developing ACTA 's chapter on digital enforcement. 

This part of ACTA addressed secondary liability in early drafts, targeted peer-peer file-

                                                      
14 Peter Drahos with John Braithwaite, Information Feudalism: Who owns the Knowledge Economy? 143 

(2002); Bryan Mercurio, Trips-Plus Provisions in Ftas: Recent Trends in Regional Trade Agreements and The 

WTO Legal System 215, 216.  
15 Press Release, World Trade Org., Council Debates Anti-Counterfeiting Talks, Patents on Life (2010), 

http://www.wto.org/english/ news_e/news10_e/trip_08jun10_e.htm. 
16Kimberlee Weatherall, ACTA-Australian Section-by-Section Analysis (Apr. 30, 2010) 

http://works.bepress.com/kim weatherall/21/. 
17 Burrell & Weatherall, supra note 9 at 313-314. 
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sharing software providers, provided safe havens for online service providers, and required 

anti-circumvention provisions and protection of information on rights management. The 

original draft for the digital portion, drawn up by the United States, contained several clauses 

similar to the United States, based on an review of both early leaked texts and the official 

public text published in April 2010. This included strict US-based anti-circumvention 

provisions. Digital Millennium Copyright Act ("DMCA") and safe harbors for online users 

containing conditions found in 17 U.S.C. § 512. That looked like a concerted US effort to 

"multilateralize" its FTA regulations. 

The advancements in both the anti-circumvention provisions and the criminal provisions 

show that not all of the IP Network ratchet is one way, and that FTAs are not sufficient to 

ensure similar standards prevail in later agreements. In short, we may not see FTA standards 

being multilateralised, nor are we seeing them becoming the starting point from which 

negotiated standards merely ratchet up. In fact, the requirements reflected in the ACTA draft 

were at all times considerably lower than we had seen in the United States. FTAs, in the 

United States or the E.U. Internal Regulations. This indicates that Australia's or Morocco's 

acquiescence to higher expectations in a U.S. When multipartisan negotiations take place, 

FTA is largely unimportant. It is also clear that the key issue for Europe is the consistency of 

the ACTA text with its own internal acquis communautaire. This is not to dispute the adverse 

effect of FTAs on the countries that have signed them, but rather to point out that their 

suffering is their own if there is suffering and can not be multilateralised.18 

Furthermore, there seems to be no reason to assume that the watering-down phase of what we 

saw in ACTA, needed by the need for unity between the United States and the European 

Union (and others), will not be replicated in any potential negotiations involving another 

important player. ACTA requirements could themselves be watered down in any possible 

multilateral agreements if there is any reference to the method of agreeing to ACTA itself. 

Anyone else in China , India, or Brazil could play a similar role to that Europe played in the 

ACTA agreements — demanding changes to the text to suit their own model. For one thing 

their law is different. For example, on the subject of anti-circumvention laws, India is 

considering a bill at the time of this writing which takes quite a simple approach to 

technological measures. It would criminalize circumvention for infringement purposes, with a 

raft of exclusions for, inter alia, circumvention undertaken "for purposes not expressly 

prohibited by this Act" (i.e., to do anything lawful), and does not include action against the 

                                                      
18 Burrell & Weatherall, supra note 9 at 260-261. 



1344 International Journal of Law Management & Humanities [Vol. 3 Iss 3; 1336] 

© 2020. International Journal of Law Management & Humanities   [ISSN 2581-5369] 

distribution of circumvention instruments.19 

The recent proposal for a reform of Brazil's copyright law also allows circumvention for 

purposes such as fair dealing which would be consistent with ACTA and would sanction the 

use of technical measures to hinder or prevent fair dealings.20 

VI. CONCLUSIONS  
ACTA is complicated.   Despite the virtues of nearly vaudevillian evil, it's more than just 

something to be opposed point blank — although it's that, too, that's explored elsewhere for 

many reasons. It's more than just another effort to increase compliance and update standards 

— although it's also that.21 Broadly put, ACTA offers valuable lessons in the complexities of 

international IP law that we will all do well to learn from as researchers, activists, non-

governmental organisations, governments and negotiators of treaties alike. This author is 

hoping different aspects of the above analysis will provide food for thought. The morsel that 

emerges most clearly, however, is the importance of developing alternative models that give 

a realistic perspective on what we can support, not just what we can oppose. Existing local 

models are critical in negotiations, as these local models give a country a reason to oppose 

provisions in the negotiation of the treaty. And models are needed for exceptions that 

countries can sign up to with minimal disruption so that we can make progress on the other 

critical side of the "balance" IP. 

Some of the most pressing current problems emerge in the international arena on questions of 

exceptions — for supporters and consumers, definitely, but also for negotiators and right 

holders. Without credible efforts to install exceptions, limitations and user protections in 

international agreements, IP legislation risks losing all credibility and any buy-in from a large 

part of the globe. Negotiators ought to look out for this side of the coin. Similarly, advocates 

need to take into account the historical dynamics of exceptions that have not changed as 

indicated by the ACTA negotiations. Unfortunately, ACTA is a lost opportunity to discuss 

equality in the wash-up, following three years of talks, countless multi-day meetings and 

constant input from civil society. As such, it is yet another black mark against the name of IP 

law, just when they need wider support. 

***** 

                                                      
19 Copyright (Amendment) Bill, No. 24, § 65A (2010). 
20 Copyright and Neighbouring Rights, Law No. 9610, Art. 107 (1998).  
21 Margot Kaminski, The Origins and Potential Impact of the Anti Counterfeiting Trade Act, 34 Yale J. Int’l L., 

254, 255(2009). 


